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Commissioner for Patents 
P.O. Box 1450 
Alexandria, VA 22313-1450 

PRE- APPEAL BRIEF REQUEST FOR REVIEW 

Pursuant to United States Patent and Trademark Office OG Notices: 12 July 2005 - New 
Pre-Appeal Brief Conference Pilot Program, a request for a review of identified matters on 
appeal is hereby submitted with the Notice of Appeal. Review of these identified matters by a 
panel of examiners is requested because the rejections of record are clearly not proper and are 
without basis, in view of a clear legal or factual deficiency in the rejections. All rights to address 
additional matters on appeal in any subsequent appeal brief are hereby reserved. 

Claims 29-33 and 36 stand rejected under 35 U.S.C. § 102(e) as being anticipated by 
Durinovic-Johri et al (U.S. Patent No. 5,699,514). 

Applicants respectfully traverse this rejection. 

Applicants specifically ask the panel to review the following issues: 

1. Durinovic-Johri fails to support the presently pending rejection of claims 29-33 and 36 
under 35 U.S.C. § 102(e) as it fails to disclose or suggest all features and limitations of 
independent claims 29 and 36. Specifically, Durinovic-Johri fails to describe or suggest 
"identifying a formatting characteristic of the data received" and "comparing the formatting 
characteristic against a format criteria," as recited in claim 29 and similarly recited in claim 36. 

2. The Advisory Action provides no arguments against Applicant's prior response, which 
points out these shortcomings. 
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Discussion of Issues: 

1. Durinovic-Johri fails to support the presently pending rejection of claims 29-33 and 36 
under 35 U.S. C. § 102(e) as it fails to disclose or suggest all features and limitations of 
independent claims 29 and 36. Specifically, Durinovic-Johri fails to describe or suggest 
"identifying a formatting characteristic of the data received" and "comparing the formatting 
characteristic against a format criteria/' as recited in claim 29 and similarly recited in claim 36. 

Independent claim 29 recites a method for enabling a user configuration. The method 
includes "receiving data regarding a communication characteristic, identifying a formatting 
characteristic of the data received, comparing the formatting characteristic against a format 
criteria , and enabling a user configuration based on results of the comparison between the 
formatting characteristic and the format criteria." 

To illustrate, in the last paragraph of page 13 and the first paragraph of page 14, the 
specification describes checking the format of a received telephone number for the proper 
number of digits and/or for the use of permissible numbers rather than impermissible letters. 

Durinovic-Johri fails to disclose the subject matter of claim 29, as it compares content of 
a received message against content stored in a database to glean substantive similarities and 
distinctions between the two. As such, Durinovic-Johri does not teach or suggest comparing the 
format of a received message against stored formatting characteristics, as required by claim 29. 

The Final Office Action cites to a substantive comparison performed by Durinovic-Johri 
of received content against stored content, and wrongly suggests that this substantive comparison 
meets the claimed format comparison. See Office Action at page 6, lines 3-4. However, the 
portion of Durinovic-Johri referenced by the Final Office Action for this purpose (column 4, line 
64 to column 5, line 5 and column 7, lines 21-25) describes a comparison of a received code 
against a stored code retrieved from a database, looking for an exact match between the two. See 
col. 7, lines 21-25 (illustrating an example of such a database including the stored codes). In 
doing so, Durinovic-Johri suggests comparison of the received content against nothing other than 
corresponding stored content, and does not disclose comparison of the format of the received 
content against the format of the corresponding stored content. Durinovic-Johri nowhere 
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suggests access to format criteria, nor does it suggest a comparison of the formatting 
characteristics of data against such format criteria. 

The impact of differences between the technology described by Durinovic-Johri and the 
subject matter of claim 29 is perhaps best illustrated with an example. If we assume entry of 
999-999-9999, Durinovic-Johri will compare some version of that numerical sequence to 
numbers that it maintains in its database. The presence of an exact match will inform some 
future action, and the absence of an exact match will inform some other future action. However, 
other than the presence or absence of an exact match between the numerical sequence, 
Durinovic-Johri does not suggest the existence of any other information to be gleaned from the 
received entry. 

By contrast, the subject matter of claim 29 is not limited to the existence or absence of 
exact matches between a received entry and stored information. Rather, that subject matter 
enables user configurations irrespective of the existence or absence of an exact match between a 
received entry and stored information. More pointedly, claim 29 recites that the format of an 
entry is compared against format criteria, and action is taken based on this format comparison, 
without regard for whether the entry matches some database content in substance. Thus, in the 
example above, it is not relevant to claim 29 whether or not a database entry exists with the 
numerical sequence 999-999-9999. Rather, and irrespective of the existence or absence of an 
exact match between a received entry and stored information, if the format of 999-999-9999 
matches stored format criteria, user configuration maybe enabled. 

While an exact match by Durinovic-Johri may imply the existence of a match between 
the format of entered and stored data, Durinovic-Johri clearly does not make a comparison of 
format. As illustrated above, Durinovic-Johri is therefore unable to determine whether to enable 
user configurations in the absence of a comparison of the substance of the data entered against 
the data stored, or in a situation where the received data that does not match the stored data has a 
compliant format. While neither of these scenarios is required by the claim, they illustrate the 
differences between claim 29 and Durinovic-Johri. 

Claim 36 recites a system configured to perform similarly to the method of claim 29. 

For at least these reasons, applicants respectfully request reconsideration and withdrawal 
of the rejection of claims 29-33 and 36. 
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2. The Advisory Action provides no arguments against Applicant's prior response, which 
points out these shortcomings. 

The Advisory Action includes absolutely no arguments with respect to Applicant's 
response to the final Office Action. 

In view of the above, all of the claims should be in condition for allowance. A formal 
notice of allowance is thus respectfully requested. 

Please apply any charges or credits to Deposit Account No. 06-1050. 

Respectfully submitted, 
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Fish & Richardson P.C. 
1425 K Street, N.W. 
11th Floor 

Washington, DC 20005-3500 
Telephone: (202) 783-5070 
Facsimile: (202) 783-2331 
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